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DETAILED ACTION 

Claims 1-12, 14-23, and 35-51 are pending and have been examined. 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 17 May 
2004 has been entered. 

Response to Arguments 

Applicant's arguments with respect to claims 1-12, 14-23, and 35-51 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-12, 14-23, and 35-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 6 324 553 B1 to Cragun et al. in view of US Patent 5 918 
014 A to Robinson et al. 

Regarding claim 1 , Cragun discloses a computer-implemented method of 
controlling content, the method comprising: 

receiving input from a user; (column 2, lines 26-36, specifically lines 31-32) 

monitoring content in a processing environment to be accessed by the user and 
determining whether monitored content includes a predetermined advertisement, 
(column 2, lines 1-9 and 26-36; column 4, lines 42-64) 

Cragun does not disclose wherein if the monitored content includes the 
predetermined advertisement, replacing the predetermined advertisement with another 
predetermined advertisement based on the user input, whereby the predetermined 
advertisement that is included in the monitored content is removed from the monitored 
content and replaced, however, Cragun does disclose the predetermined advertisement 
that is included in the monitored content is removed from the monitored content (column 
2, lines 1-9 and 26-31 , specifically lines 33-35) to allow a user decide which images of 
advertisements to display (column 2, lines 34-36) and replacing the corresponding 
predetermined advertisement with a blank display element (column 15, lines 53-63). 

Robinson discloses replacing a predetermined advertisement included in content 
with another predetermined advertisement based on a user's input (column 4, lines 8- 
14; column 5, lines 4-9). 
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Robinson discloses that the replacement of an advertisement enables the user to 
reject an ad that the user does not have any interest in seeing (column 5, lines 4-9). 

Based on the specific advantages described above in Robinson regarding the 
replacement of an advertisement included in content and wherein both references are 
directed towards advertisements placed within content that are displayed based on the 
user's preferences (column 2, lines 26-36, specifically lines 34-36 of Cragun; column 5, 
lines 4-9 of Robinson), one of ordinary skill in the art would have found it obvious to 
combine the teachings of these references because one of ordinary skill in the art would 
have appreciated the specific advantages of the secondary reference and would have 
considered the secondary reference to be analogous art. 

Therefore, it would have been obvious to achieve the limitations as described in 
the claim. 

Claim 18 is also rejected since this claim recites a computer-readable medium 
that contains substantially the same limitations as recited in claim 1. 

Regarding claim 2, Cragun and Robinson disclose the method of claim 1 . 

Cragun discloses wherein receiving input from the user comprises receiving 
information about content that the user wishes to control, (column 2, lines 26-36, 
specifically 31-32) 

Claim 46 is also rejected since this claim recites a method that contains 
substantially the same limitations as recited in claim 2. 

Regarding claim 3, Cragun and Robinson disclose the method of claim 2. 
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Cragun does not disclose further comprising generating the other predetermined 
advertisement based on the received user information, however, Robinson does 
disclose this limitation (column 5, lines 4-9). 

Claim 3 is rejected since the motivations regarding the obviousness of claim 1 
also apply to claim 1 . 

Regarding claim 4, Cragun and Robinson disclose the method of claim 1. 

Cragun discloses wherein monitoring content comprises monitoring content in a 
database manager, a spreadsheet, a communications package, a graphics program, a 
word processor, or a network browser, (column 2, lines 26-36; column 4, lines 42-64) 

Regarding claim 5, Cragun and Robinson disclose the method of claim 1. 

Cragun does not disclose wherein receiving input from the user comprises 
receiving information from an organization designated by the user, however, Robinson 
does disclose this limitation (column 6, lines 52-column 7, lines 16, specifically column 
6, lines 54-58). 

Claim 5 is rejected since the motivations regarding the obviousness of claim 1 
also apply to claim 1 . 

Regarding claim 6, Cragun and Robinson disclose the method of claim 5. 

Cragun does not disclose the method further comprising generating the other 
predetermined advertisement based on received organization information, however, 
Robinson does disclose this limitation (column 6, lines 52-column 7, lines 16, 
specifically column 6, lines 54-58). 
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Claim 6 is rejected since the motivations regarding the obviousness of claim 1 
also apply to claim 1 . 

Regarding claim 7, Cragun and Robinson discloses the method of claim 1. 

Cragun discloses wherein monitoring content comprises monitoring text, video, 
audio, image, animation, or document link in the application program, (column 4, lines 
42-64, specifically lines 43-48 and 58-61) 

Regarding claim 8, Cragun and Robinson disclose the method of claim 1 . 

Cragun discloses wherein monitoring content comprises monitoring information 
related to the originator of content, (column 2, lines 26-36; column 4, lines 42-64) 

Claim 45 is rejected since this claim recites a method that contains substantially 
the same limitations as recited in claim 8. 

Regarding claim 9, Cragun and Robinson disclose the method of claim 1 . 

Cragun discloses wherein monitoring content comprises monitoring content 
exchanged between a network browser and a network server, (column 4, lines 42-64) 

Regarding claim 10, Cragun and Robinson disclose the method of claim 1. 

Cragun discloses further comprising activating rules ("blocking list") including 
generating rules using the received user input and updating rules using the received 
user input and the generated rules, (column 2, lines 26-36, specifically lines 33-36; 
column 12, lines 52-67) 

Regarding claim 1 1 , Cragun and Robinson disclose the method of claim 10. 

Cragun discloses wherein determining whether monitored content includes a 
predetermined advertisement comprises extracting an identifier from the content; and 
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using the rules comparing the extracted identifier with a predetermined set of identifiers 
that correspond to a predetermined set of advertisements, (column 15, lines 30-63) 

Regarding claim 12, Cragun and Robinson disclose the method of claim 11. 

Cragun does not disclose wherein if the extracted identifier matches one of the 
predetermined sets of identifiers, replacing the corresponding predetermined 
advertisement with the other predetermined advertisement, however, Cragun does 
disclose wherein if the extracted identifier matches one of the predetermined sets of 
identifiers, replacing the corresponding predetermined advertisement with a blank 
display element (column 15, lines 53-63) 

Robinson discloses replacing a corresponding predetermined advertisement with 
another predetermined advertisement (column 4, lines 8-14; column 5, lines 4-9). 

Claim 12 is rejected since the motivations regarding the obviousness of claim 1 
also apply to claim 12. 

Regarding claim 14, Cragun and Robinson disclose the method of claim 1. 

Cragun does not disclose wherein replacing the predetermined advertisement 
with another predetermined advertisement comprises replacing the predetermined 
advertisement with text, video, audio, image, animation, or a link to a document, 
however, Robinson does disclose this limitation (column 4, lines 8-14; column 5, lines 4- 
9). 

Claim 14 is rejected since the motivations regarding the obviousness of claim 1 
also apply to claim 14. 

Regarding claim 15, Cragun and Robinson disclose the method of claim 1. 
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Cragun does not disclose wherein replacing the predetermined advertisement 
with another predetermined advertisement comprises accessing the other 
predetermined advertisement from a user's computer or from a network server, 
however, Robinson does disclose this limitation (column 4, lines 8-14; column 5, lines 4- 

9). 

Claim 15 is rejected since the motivations regarding the obviousness of claim 1 
also apply to claim 15. 

Regarding claim 16, Cragun and Robinson disclose the method of claim 1. 

Cragun discloses wherein monitoring occurs at the user's computer system, 
(column 8, lines 59-64) 

Regarding claim 17, Cragun and Robinson disclose the method of claim 1. 

Cragun discloses wherein monitoring occurs at a network server separate from 
the user's computer, (column 8, lines 59-64, specifically lines 60-62) 

Regarding claim 19, Cragun discloses a computer system for controlling content, 
the system comprising a client computer programmed to receive input from a user and 
to operate an application program ("browser") in a processing environment (column 2, 
lines 26-36) and a second computer ("server") interconnected with the client computer 
by an internetwork (column 1, lines 37-47). 

Cragun does not disclose wherein the second computer is programmed to 
observe content in the processing environment to be accessed by the user, determine 
whether observed content includes a predetermined advertisement, and if the observed 
content includes the predetermined advertisement, replace the predetermined 
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advertisement with a predetermined identifier ("tag") that corresponds to another 
predetermined advertisement based on the user input, whereby the predetermined 
advertisement that is included in the observed content is removed from the observed 
content and replaced. 

However, Cragun does disclose wherein the client is programmed to observe 
content in the processing environment to be accessed by the user and determine 
whether observed content includes a predetermined advertisement (column 2, lines 1-9 
and 26-36; column 4, lines 42-64) and wherein the predetermined advertisement that is 
included in the monitored content is removed by the client computer from the monitored 
content (column 2, lines 1-9 and 26-31 , specifically lines 33-35) to allow a user decide 
which images of advertisements to display (column 2, lines 34-36) and replacing the 
corresponding predetermined advertisement with a blank display element (column 15, 
lines 53-63). 

Robinson discloses replacing a predetermined advertisement included in content 
with another predetermined advertisement based on a user's input (column 4, lines 8- 
14; column 5, lines 4-9). Robinson also discloses that a server replaces the 
advertisement (column 4, lines 39-42, specifically line 42; column 19, lines 27-30) 

Robinson discloses that the replacement of an advertisement enables the user to 
reject an ad that the user does not have any interest in seeing (column 5, lines 4-9) and 
that the replacement of the advertisement is done automatically by a server without user 
intervention (column 4, lines 39-42, specifically line 42; column 5, lines 8-9; column 19, 
lines 27-30) 
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Based on the specific advantages described above in Robinson regarding the 
replacement of an advertisement included in content and wherein both references are 
directed towards advertisements placed within content that are displayed based on the 
user's preferences (column 2, lines 26-36, specifically lines 34-36 of Cragun; column 5, 
lines 4-9 of Robinson), one of ordinary skill in the art would have found it obvious to 
combine the teachings of these references and modify Cragun to use a server to 
operate the method as disclosed in Robinson because one of ordinary skill in the art 
would have appreciated the specific advantages of the secondary reference and would 
have considered the secondary reference to be analogous art. 

Therefore, it would have been obvious to achieve the limitations as described in 
the claim. 

Regarding claim 20, Cragun and Robinson disclose the computer system of 
claim 19. 

Cragun does not disclose the computer system further comprising a second set 
of instructions for programming the second computer to: receive the predetermined 
identifier; and replace the predetermined identifier with the corresponding other 
predetermined advertisement, however, Cragun does disclose a predetermined 
identifier ("tag") and replacing the predetermined identifier with a blank display element 
(column 15, lines 53-63). 

Robinson discloses replacing a predetermined advertisement with another 
predetermined advertisement based on a user's input (column 4, lines 8-14; column 5, 
lines 4-9). 
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Claim 20 is rejected since the motivations regarding the obviousness of claim 19 
also apply to this claim. 

Regarding claim 21, Cragun discloses a computer-implemented method of 
controlling content in a processing environment to be accessed by the user, the method 
comprising: 

receiving an input from the user; (column 2, lines 26-36, specifically lines 31-32) 
observing content in the processing environment to be accessed by the user; and 
determining whether observed content includes predetermined advertisement content 
would direct the user to a predetermined advertisement ("hotlinks") (column 1, lines 55- 
57; column 2, lines 1-9 and 26-36; column 4, lines 42-64). 

Cragun does not disclose wherein if the observed content includes 
predetermined advertisement content that would direct the user to the predetermined 
advertisement, replacing the observed content with other content that directs the user to 
another predetermined advertisement based on the user input, whereby the 
predetermined advertisement content that is included in the observed content is 
removed and replaced, however, Cragun does disclose the predetermined 
advertisement content that is included in the monitored content is removed from the 
monitored content (column 2, lines 1-9 and 26-31, specifically lines 33-35) to allow a 
user decide which images of advertisements to display (column 2, lines 34-36) and 
replacing the corresponding predetermined advertisement content with a blank display 
element (column 15, lines 53-63). 
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Robinson discloses replacing a predetermined advertisement with another 
predetermined advertisement based on a user's input (column 4, lines 8-14; column 5, 
lines 4-9). 

Robinson discloses that the replacement of an advertisement enables the user to 
reject an ad that the user does not have any interest in seeing (column 5, lines 4-9). 

Based on the specific advantages described above in Robinson regarding the 
replacement of an advertisement included in content and wherein both references are 
directed towards advertisements placed within content that are displayed based on the 
user's preferences (column 2, lines 26-36, specifically lines 34-36 of Cragun; column 5, 
lines 4-9 of Robinson), one of ordinary skill in the art would have found it obvious to 
combine the teachings of these references because one of ordinary skill in the art would 
have appreciated the specific advantages of the secondary reference and would have 
considered the secondary reference to be analogous art. 

Therefore, it would have been obvious to achieve the limitations as described in 
the claim. 

Claim 22 is rejected since this claim recites software in a computer readable 
medium that contains substantially the same limitations as recited in claim 21. 

Claim 23 is rejected since this claim recites a computer system that contains 
substantially the same limitations as recited in claims 19 and 21 in combination. 

Regarding claim 35, Cragun discloses a method of controlling content in a 
processing environment in which the content may be accessed, the method comprising: 

receiving input from a user; (column 2, lines 26-36, specifically lines 31-32) 
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monitoring content in the processing environment to be accessed by the user; 
and determining whether monitored content includes a predetermined advertisement 
(column 2, lines 1-9 and 26-36; column 4, lines 42-64). 

Cragun does not disclose the method wherein if the monitored content includes 
the predetermined advertisement, selecting a selected advertisement, based on the 
user input, for incorporation into the content; and causing the content to be accessed by 
the user with the selected advertisement incorporated therein, wherein the 
predetermined advertisement that is included in the monitored content is removed and 
replaced whenever the selected advertisement differs from the predetermined 
advertisement, however, Cragun does disclose the predetermined advertisement that is 
included in the monitored content is removed from the monitored content (column 2, 
lines 1-9 and 26-31 , specifically lines 33-35) to allow a user decide which images of 
advertisements to display (column 2, lines 34-36) and replacing the corresponding 
predetermined advertisement with a blank display element (column 15, lines 53-63). 

Robinson discloses selecting a selected advertisement, based on the user input, 
for incorporation into the content; causing the content to be accessed by the user with 
the selected advertisement incorporated therein and replacing a predetermined 
advertisement included in content with another predetermined advertisement based on 
a user's input (column 4, lines 8-14; column 5, lines 4-9). 

Robinson discloses that the replacement of an advertisement enables the user to 
reject an ad that the user does not have any interest in seeing (column 5, lines 4-9). 
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Based on the specific advantages described above in Robinson regarding the 
replacement of an advertisement included in content and wherein both references are 
directed towards advertisements placed within content that are displayed based on the 
user's preferences (column 2, lines 26-36, specifically lines 34-36 of Cragun; column 5, 
lines 4-9 of Robinson), one of ordinary skill in the art would have found it obvious to 
combine the teachings of these references because one of ordinary skill in the art would 
have appreciated the specific advantages of the secondary reference and would have 
considered the secondary reference to be analogous art. 

Therefore, it would have been obvious to achieve the limitations as described in 
the claim. 

Regarding claim 36, Cragun and Robinson disclose the method of claim 35. 

Cragun does not disclose wherein the predetermined advertisement is one of a 
plurality of advertisements from which the selected advertisement is selected, however, 
Robinson does disclose this limitation (column 4, lines 9-14 and 50-67). 

Claim 36 is rejected since the motivations regarding the obviousness of claim 35 
also apply to this claim. 

Claim 50 is also rejected since this claim recites a method that contains 
substantially the same limitations as recited in claim 36. 

Regarding claim 37, Cragun and Robinson disclose the method of claim 35. 

Cragun discloses wherein the content to be accessed by the user is content to be 
viewed by the user, (column 2, lines 26-36) 

Regarding claim 38, Cragun and Robinson disclose the method of claim 35. 
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Cragun discloses wherein the content to be accessed by the user comprises text, 
(column 4, lines 42-64, specifically lines 43-48 and 58-61) 

Regarding claim 39, Cragun and Robinson disclose the method of claim 35. 

Cragun discloses wherein the content to be accessed by the user comprises 
video, (column 4, lines 42-64, specifically lines 43-48 and 58-61) 

Regarding claim 40, Cragun and Robinson disclose the method of claim 35. 

Cragun discloses wherein the content to be accessed by the user comprises 
sounds, (column 4, lines 42-64, specifically lines 43-48 and 58-61) 

Regarding claim 41, Cragun and Robinson disclose the method of claim 35. 

Cragun discloses wherein the content to be accessed by the user comprises 
images, (column 4, lines 42-64, specifically lines 43-48 and 58-61) 

Regarding claim 42, Cragun and Robinson disclose the method of claim 35. 

Cragun discloses wherein the content to be accessed by the user comprises 
movies, (column 4, lines 42-64, specifically lines 43-48 and 58-61) 

Regarding claim 43, Cragun and Robinson disclose the method of claim 35. 

Cragun and Robinson do not disclose wherein the processing environment 
through which the content is accessed by the user comprises a television for receiving 
television signals that carry the content. 

However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The method would be 
performed the same regardless of the data. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability. See In re 
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Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 
F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to include the nonfunctional descriptive material with 
the claimed invention because such data does not functionally relate to the steps in the 
method claimed and because the subjective interpretation of the data does not 
patentably distinguish the claimed invention. 

Regarding claim 44, Cragun and Robinson disclose the method of claim 35. 

Cragun discloses wherein the processing environment is a computer application 
program or a communication channel between an operating system residing at a users 
computer system and the computer application program, (column 2, lines 26-36; column 
4, lines 42-64) 

Regarding claim 47, Cragun and Robinson disclose the method of claim 35. 

Cragun discloses wherein the step of receiving input from a user comprises 
observing information relating to the user and generating content preferences based on 
these observations, (column 2, lines 26-36, specifically lines 31-36) 

Claim 48 is rejected since this claim recites software in a readable medium that 
contain substantially the same limitations as recited in claim 35. 

Claims 49 and 51 are rejected since these claims recite a method and software 
in a computer-readable medium that contain substantially the same limitations as 
recited in claims 21 and 35 in combination. 



Application/Control Number: 09/507,967 
Art Unit: 2143 



Page 17 



Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US Patent 6 029 045 A to Picco et al; 
US Patent 6 128 655 A to Fields et al; 
US Patent 6 408 055 B1 to Kokubun; 
US Patent 6 459 440 B1 to Monnes et al; 
US Patent 6 577 716 B1 to Minter et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George C Neurauter, Jr. whose telephone number is 
703-305-4565. The examiner can normally be reached on Thursday 1-2pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 703-308-5221. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). J)/ 
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